REMARKS 


lie Signed and Dr. Harold Welter m^ Btok h,.^ 
Quan and Examiner Sodmluist for fc ^ ^ _ ^ ^ 

which took place on February 4, 2004. 

Dating that interview, fee rejection under 3 5 U.S.C. 112, fe, paragraI>ll( ^ 
teepee, ,o the dimensions of the reaction vessels, w* diacusaed. to particular, it ^ 
exploited that the rejection was based upon the fact diet these vessel sizes set forth in the 
specification did not specify whether ft wrcsfee diameter or the radius of the vessel which 
w*s being referred fo. h response, ft wa, noted ,h« the convention ft, the indusoy is fia, 
vessel sizes m specified in tenns of the vessel diameter wifeou, an explicit reference re 
*« diameter, and wire that convention in mind, one skilled in the at, wodd underetend 
the specification as refering a vesse, diameter, no, te *e veasel renins, absent a„ y 
additional explanation in that regatd. 

F^er, ft was pointed on, tha, A, Sargeilt . WeIetl reference foUows ft* 
convention when specif me sizes of ft. tea, «obes ma, may he receive* into me tea, 
tnbe recks sold for use wi,h me shaking machine of mat reference. 

In any ease, apphcante have now s« forth me convention followed in ft. 
specification wim respect to me designation of «hc re^tio. vesse! sizes, .Uminating 
possible ambiguity in that regard. 

H- rejection of Ctato g« on tite basis of the art cited in me las. Office Action 
- aiso discussed doting me interview. It was agreed that applicant, would amend 
Cteim g 6 ,o include the sealing pIate and that such an amendment, pending fortteseareh 
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by Examiner Quan, may obviate the current rejections under 35 USC 102 and 35 USC 
103. Applicants have complied with that agreement and amended Claim 86 herein to 
include the sealing plate. 

It further agreed at the interview that applicants would file a Request for 
Continued Examination so that Examiner Quan could perform any additional searching 
deemed necessary. Applicants have herein complied with that, as welL 

In the Office Action dated November 17, 2003. Claims 91, 93, 95, 98 and 103 had 
been rejected under 35 U.S.C. 112, first paragraph; Claims 86-88. 90-97, 101-105 and 
111-118 had been rejected under 35 U.S.C. 102 (b) as anticipated by Sargent-Welch 
Catalog 130; Claims 86, 89. 90, 92, 94, 97, 105 and 119 had been rejected under 35 
U.S.C. 102 (e) as anticipated by Kearsley; Claims 86, 89, 102-105 had been rejected 
under 35 U.S.C. 103 (a) as being unpatentable over Van Praet in view of Fawcett. The 
fining claims had been rejected under 35 U.S.C. 103(a) as unpatentable in view of 
one or more of the above noted references, alone or in combination with secondary 
references. 

With regard to the rejections under 35 U.S.C. 102, Claim 86, as amended 
herein, snuea, in th, preamble, mat the daimed apparahra is for performing chemical 
tactions in a plurality of vessels h conjunction with a liquid handler having . plurality 
of individual liquid dispensing mean, arranged in a pattern. The body of the claim now 
require, means for ailing the open mouths of tine reaction vessels. The sealing mean, is 
mounted above the base, between the rection vessel, and the liquid bnndta. ^ ^ 

means includes a seeing p,ate with a pluraBty „f scalable opening, aligned with different 
ones of the reaction vessel, «!, to li quid fcn) me ^ ^ ^ djspaKe(| 
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through the sealing plate and into the reaction vessel, The body of the claim further 
requires fir* and second inserts alternatively insertable into the base, each insert having a 
different array of vessel receiving recesses. The body of the claim goes on to require that 
each recess, in each insert, align with a different one of the dispensing means of the liquid 
handler, when that insert is received in the base. 

The relationship between the dispensers in the liquid handler, the openings in the 
sealing plate and the reaction vessels in the vessel-receiving recesses in each of the 
interchangeable inserts described in amended Claim 86 permits several inserts, each with 
different number and sue vessel-receiving recesses, to be used in a single reactor, with a 
staadard automated liquid handler. The use of a single reactor represents a great cost 
savings over prior art systems. Previously, different reactors were required, one for each 
different insert array. Each reactor is quite costly. 

The Examiner correctly states that the liquid handler is not an element of the 
claim. This is as it should be because the liquid handler is a standard component, not part 
of applicants' invention. However, the fact that the liquid handler is not an element of 
the claim does not mean that it can be ignored in construing the claim. 

The caselaw clearly requires that wording in the preamble be considered a 
structural limitation when those words give "life and meaning" to the claim, mther than 
merely state the use or purpose of the claimed apparatus or method. The following 
quotations from four recent Federal Circuit case illustrate this well settled principle of 
claim construction. 
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m Rowe v. te n2 F. 3d 473 (Fed Cir. 1997) the Court, at page 478, discussed 
the weight to be accorded the wording in the preamble of a claim. It held that the entire 
patent must be considered to determine the inventor's intentions in that regard: 

purpose or intended u«fa? Si Z^£* lm J 3o6y and . uses the Preamble only to state a 

LSSg Bl£Bi ^5SS^ ^r^^l not a cla,m ,,mitation - *«Si 

478.481 .1«1J ' ' * P * Y ' R W ™ r ' P- p -A . ™7 F.2d 1«?n iy >, so nc^ 

SiE*^^ « -"«*- »^«ons or mere 

patent to gain S^iSndSa3 «JlS?5? d T W ° n revl8w of the entlret y of the 
encompass 9 by th^Saf^^ and intended to 

examination of the emn Z^l^rA^r^ ,™ "I ? i The inquir V Involves 
intended to define and l ^sJ^SStciJSSSZ^ i"^™ the patentee 

patent speclRcatlon to detemiTn? tt^S SS ^V' 311 , a t * ?1 poking to 
recitations); InmPaulsen 3C mh .."VS? ,nvent,on Includes preamble 

specifiLdLu i, and drawings) - Gerter rJ™„ ! r P ? ^ . Or ^ 9U (looking to claims, 

provided antecede nt basis far terms used in b^I f C 7?'"? * hat P ream We recitations 

£2JUL125Z (considering t^SSS^^JS^^mjJ^ SB **** ^ 
Krooa. ifl7 f 2d at 1 r«A««« Ju ? statement of the problem with the prior artV 

remSriinSdaimd^ ™ Preamb ' e Sets out d,stinct relations!!* among 

StaiMIy, in Hag BgggaUec, v. Hewtet-P^ r„ 192 F. 3d 1298 (Fed. 
Cir. !999X a, page 1305, ft. Federal Corn attad tat a* d^inadon as » how to 
consttua the wording in the p^ambte ^ ^ ^ ^ 

meaning vitablity" to the claim: 

preamble has the Import that thfcMm^TJSL " ndere * J* 3 significance. "[A] claim 

recites limitations of the claim? 5JT the ^^^^^^^ 
meaning, and vitality" to the da m ihL Vif , . P ream ble is "necessary to give life 
the balance of the claim. SiSSjSJ 36 ?ei H?' 6 , £,° Uld 56 - ^ 
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5*"^^ indeed, when discing the "dalm" 

preamble and the rest 'of 5£ daimT Wh22S? drawn *• dSi 

however, the body of the claim fulh, fnn . L ? ether do the * comprise the "claim" If 
including all of Its Hmtetfons? Sn ift amWe^ n^,^ *" SErii' 
cla.med invention's limitations but raSS mil? ? * no d,stlnct Litton of any of the 
intended use of the Son then Se "T SXample ' 0,6 W»bcJ 

construction because it cannot be said to 5 °J n ° ^^ance to claim 

Here, the preamble is u n*r*»cc*™ *A — J^r* 88 usph a » dpn.si 

^^a^Kim^^ and v,tali *" to 55 claim, j & g l 

made up of spots" is not meSy ™ stetemen? 52S? Ph ^ an . ' mage of generated shapes 
use. instead, that ^t em ent^^^^SZX?^ '"Y**' 0 "'* intended field* 
For example, both independent dabn^rfSl ? JS5. the I ensu,n9 lan 9uage In the claim, 
of smoothed edges are Q& to35T£^ I T^*****""** a ?»»™<* 
appearance in the claim body ofttitftSTSISSJlS'Tf ' B » eCause this is tne 
understood in the context of tiwi«Z^^ nen ^ sha Pes", the term can only be 
image of generated sha?es maSe S^^X^T >9 ? 9 photore <*P^ « 
in the preamble to refer to the eleme n S°h at mTl u« £f SpotS " te in,tial, y 
that are produced on the photoreclotor lie «Li the 'mage of generated shapes 

together make up the images of generated c£S 0 ? 1^° exponents that 
*^M*f™th6d»l mi ^ m t£ t ^^J^W on the photoreceptor is only 
w.th dalm construction c^^^e t^Si^i! 6 ^^^^^^^ 

■Sumitomo Electric T T S A iv, c r/jr p j ^- .. 

ii^^tac, 868 F.2d 1251 (Fed. Cir. I989)hc In Coffiing, the Court 

discussed how the specification enters into this detection: 

claim, tteprS^^ to when the Introductory words of a 

additional struauraMimitoK • device or are. In themselves" 

meanmg to the claim" may merely - Srt* Si If prea mb'e Is a limitation if it gives 
answer. The effect preamble L^ao* SSSdSl n^*™ ? ther than ,ead 0n * to tK 
the entirety of the patent to oafn ? af SS.^ 8 "?" can be resolved 0n 'V °n review of 
invented and intended to ^Si&^'fi^'E ° f ^ the '"vantora acSalfy 
dear that the inventors were wortdno ™ 2' '? ere ' the 915 specification makes 

communication system not on TeneSl TZZZX*!^ problem of a " effective ocScal 
£ad the claim in light ^ tffSS^XTT^ COnve "«onal optical fibers To 
fibers would be tl^ r^^^J^^^^^ all Ey pes o%il 
as waveguides as defined in K 2edfE»5™ m S r ^ tncte <l to those fibers that wo* 
constructed with the ^^lf%t^X\T^1^ T^T 40 fib ^ 

the claim preamble in this instance does nS m2L ? i b) 0n,y - TJlus ' we conclude that 
he c aimed structure. See teSSL£S^7a???J i S ? rt te A- Purpose or ,nte ^ed use for 
tiSU. Rather, those word s do give "£ e and 


13 


PAGE 14/21 ' RCVD AT 2/11/20M 10:39:02 AM [Eastern Standard Time] ' SVR:USPT0-EFXRF-1/2 ' DNlS:8729306 * CSID: " DURATION (mm-ss):05-14 


Corp. ■/ CfeQftj^ Steps far aso p oh i4 *JT!» da,m - ^ e -S" Qti&Sitech 
to*,* /-i- , js r < »rt» i tfftv r-*P _ b/5. 677-78. 7 Jj5PQ2d 1 ,315. 1317 


requires, in addition, thi particular strueSran ™ffi2S?S a i a l,rnitatlon )- The claim 
the core and cladding S ^funcSo ^ ^ ?^, SPeC,Rcati0n for 

as an optical waveguide. 

In this regaid, see also general Electric Co y Nint^ r n M 179 p 3d ^ 
1361 (Fed. Cir. 1999): 

preamble: "A system forTspteyinVS SZ. b i map dlsp,ay dev,ce ,s »e 

•napping bits from a diitayTKtton in fElLS , ^er scanned display device by 
raster." '125 pat., col. 8, If. 2?5 w| ™2 7****°%™ - W,th 2 «"»»*■■ «*» the 
breathes life and meaning into the claim ' deterTn ! fte whether the Preamble 

language appearing later In Se claim mak?nV?/2^^ ed * reference of 
Paulsen, 7^ ,SS^', m fi n 9 Jt a 'Imitation of the claim. 5ee /n n» 

a preamble may bedeeme^ lim^tio^f ^, 1fi7| V Fnf1 u r|r ^ '"re™ appear^ 
end properly define *e ™vt^^ to the claim 

No litmus test can bS give., w^ resect to SlJn K 1 ^ 1 ^ 1 ^ WS 
preamble, constitute a statement SS5o£ ZS?,w ,ntroductor Y words of a claim, . the 
structural limitations of a l\^m To^^I^^ 0r f re .' ,n themselves, additional 
to the claim" may merely state the iSbtam irh2?22f I ,,m,tat1on ,f » gives "meaning 
preamble language should Ibc Q 5ven Sn b« ™SL? a, \ taad one t0 the answer - effect 
Patent to gaiS an untostondlnV of SmXl "!? Vi ! ° nly 0n rev,evv of th e entirety of the 
encompass unoerstanding of what the Inventors actually invented and Intended to 

Srt riffi on tg pa q Sgula H r e p^b em ofdgy^ *« tnV6 " tor * 

device and not general improvements to ail a tEl 9 ° lnarv dat a on a raster scan display 
read the claim indiscriminate^ to cover "2lftK2 WSESJ" In of specification, to 
from reality. The invention so descriteJ Ms d '?P |av ^sterns would be divorced 
displaying bits, which is notfrue wiS frtoe* KKI 0 ,* 0 " d,Sp,ay devices work by 
of the claim. "Thus, we conclude TErVSKJlS USSS the bod? 
state a purpose or intended use for the TSauSS £S?,i? » £ is ,nstance does "<* merely 
and meaning- and P^defurtn^e^ ^ 

In view of the above, it is clear that one must construe amended Claim 86 to 
include the luniution that the vessel-giving recesses in each insert recess array be 
aUgnedwithadifferentoneoftheliouiddispersing 

-ert is received in the base, as being an essential part of the claim. This is because that 
Station is necessary to give life, meaning and vitality to the claim. T*e liquid handler 
- -ited in the preamble not simp l y to recite „ puipose or „ ^ rf ^ 
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invention. It sets out an important relationship with the other elements in the claim, 
specifically, that the locations of the sealahle openings in the sealing plate and of the 
recesses in each of the interchangeable inserts be aligned with different ones of the liquid 
dispensers in the liquid handler. That relationship is at the very heart of applicants' 
invention: the ability to use a single reactor with inserts having different size and 
arrangements of vessel-receiving recesses. 

Given that the relationship between the liquid dispensers of the liquid handler, the 
sealable openings in the sealing plate and the reaction vessels in the vessel-receiving 
-cesses of the interchangeable inserts is important to the claimed invention, that 
limitation must be met by the prior art cited in order for that prior art to anticipate the 
claims or render them obvious. An analysis of the art cited shows that none of the 
references, considered individually or in combination, teach or suggest an apparatus with 
this relationship, as recited in amended Claim 86. 

The Sargent-Welsh catalog teaches a shaking machine with a recess into which any 
one of four test tube racks, with different numbers of positions for different size test tubes, 
could be received. Although there is no teaching that the shaking machine could be used 
with a liquid handter with dispensing means arranged in a pattern, let us assume, for the 
purposes of this argument, that it could. 

Clearly, this reference does no. teach any means for sealing the open znouto of the 

- tuhe, It does no, teach such tneans situated ahove the base, he^en the liquid handle, 

- *e test tuhes. » does not teach a sealing plate * soahdtle ^ ^ ^ ^ 
reaction vessels. 
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Further, it is apparent from the drawings of the two racks, and from the fact that the 
racks must have the same footprint to fit into the shaker but have different arrays of recesses, 
that each recess in each array cannot align with a different one of the liquid handler 
dispensers. 

For example, the rack shown on the left of the catalog has an array of 4x10 recess, 
the rack shown on the right has an array of 9x10 recesses. Since the recesses are uniformly 
distributed in each rack, it would not be possible to have a liquid handler with a pattern of 
dispensers that align with every recess in each array. Moreover, from the fact that the 
recesses in the rack shown at the left are rectangular in shape, it is clear that such a rack 
could not hold test tubes with a circular cross-section in positions that would be sufficiently 
fixed to receive liquids from a liquid handler, in any case. 

We also note that in this catalog, as is customary in every glassware catalog of which 
we are aware, the test tube sizes are given for the diameter of the test tube, in millimeters, 
not for the height. This is the manner in which the sizes of the vessels are set forth in the 
present specification and is in accordance with the convention in the industry. 

It is clear that this reference docs not teach the applicants sealing plate or the 
relationship between the vessel positions and the liquid dispensers defined in applicants' 
amended Claim 86. Hence, it does not anticipate the claims. 

The same is true of the Kearsley patent That patent teaches an evaporator capable of 
reiving sample supply plates of different heights though the use of an adapter. However, 
Kearsley does not teach sealing means, including a sealing plate with scalable openings 
aligned with the reaction vessels. In addition, in each case diseased in this patent, the supply 
Plates (standard micro-plates or deep well micro-plates) each have 96 wells, arranged in the 
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itaW pam» i, no teachmg or 511gge5tion ^ fc ^ ^ ^ ^ ^ 
different arrays should or could be used. 

In Kearsley, ft. idea of using a saaling pla* wift 5eaJ<Me ^ ^ ^ 

reaction vessel, „ r wift reoe33es arranged ta differ psaems fa no, contemplated. 
Further, the idea of nsing fte evaporamr h»ftg fte Canned aealtag plate or inserts, deigned 
for use wift a liquid handler having a partis dispersing pattern is no, M:aiim± 

In dun regard, while fte Examiner attend to equate wells of different heights with 
recesses arranged in ««« annys, such an ardent is cot**, W fte teachings of the 
reference and henca i, ^ ras ^ ^ ft ^ ^ ^ ^ 

apecificadon and in tha dewing,, fta, fte plitts ^ reecBCS „ ^ 

The Van Pme. ^ does nol ^ ^ ^ ^ ^ 

aligned wift the reaction vessels or the reladonship h^ween the vessel posidons and ft, 
liquid dispenser, Ihn, paten, teaches an incubaftr ea^le of reaving a miem-dter plate 
II- cover 14 i, provided wift holes ,4 fta, wU, a«ow needles from a pipening autemate ft 
access fte wells ,„ ft e plate. However, those holea are no, taught as heing stable. Fmfter 
•he number of recesses m the reaction vease, containing p,a« „ d^sed Nor is ftete 

any taacmngofusmgrencdonvesse.conteining plates with different ^ess armvs. 

I. is argued fta, Van Prae, does not exclude me use of reacdon vessel conteining 

Plates wift different a^. While ft« may mse, fta, U no, ^ to suggest dohtg so 

Van Prae, also does no, exclude fte use of ^ ta ffie apparams. On fta, b.sis, could 

one teastmably argue tol Van ^ teac|KS ^ fa ^ 

Fawcete is cited in combing wift Van Praet Fawcet, accordftg m the Examiner, 
-aches fta, inserts wift 9S we„s m fcing supemeded hy inserts wift fte same fooq^ 
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with tager numbers „f wells. Fawcett * . pUte locator for ^ ^ ^ 

Plate on me work bed of > liquid handle, such te ,he probe holder can move over the plate 
and dispense into the wells. 

Fawcen does not teach the o* of a seahng ptam w«h scalable openings ahgned with 
•he maction vessel. Father, in Fawcett, as is clear ton me specific^ (Col. 3, line 64 to 
Co.. 4, line 1 .) and Figure 2, each of the wells 66 of plate 32 do no, ahgn whh one of the 
needles 34 of probe 26. Tha, i, why me pmbe must be moved several time* to fill all of the 
wells. 1, i5 sppa™, to Fawcen could no, opemte .toough a soling phte and is no, 
designed to do so. 

Accordingly, nehher Van Prae, Fawcen .caches as sealing plate with scalable 
openings aligned whh «be reaction vessel, or me idea of havmg each recess of each one of 

two interchangeable inserts alisn whh a difWm ™. „*■.!._ r 

augn wirn a mnerent one of the dispensing means In me liquid 

handler. Neither paten, addresses thai issue at all. 

Morcover, me combination of mose references is inapprcpriate because tea is no 
teaching, motivation or suggestion in cite reference ,„ se.ee, and combine me references as 
the Examiner propose. See j,^ 61 uspp M ^ ^ ^ ^ ^ ^ ^ 


Court stated: 


tho^lT? WhethCT to C0mbine references must be 

™3 ?i ^ rd - 11113 Precedent has been reinforced in 
mynad decisions, and cannot be dispensed with SeTeT 

wSL /i^? 2501 56 USP Q 2d l456 > 1459 (Fed Or 

comoine the pnor art references is an 'essential cnmtvm^t „r 
» obvousness holding", (quott ng cTZiTT^ 

JLt^- In re Dembiczak, 175 F 3d 994 goo «n 

USPQ2d .614, .617 (Fed. Or. (^Te taw mites 
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char that Ae best defense against the subtle but powerful 
attacuon of a lughlight-based obviousness analysis is rigorous 
apphcaton of the requirement for a showing of the teaching or 

Ji tl ' 343 ' 48 USPQ 1635 « 1637 Or. 1998) (there 
must be some motivation, suggestion, or teaching of the 
desnabihty of making the specific combination that was made 
by the applicant); In re Fine, 837 F.2d 1071, 1075 5 USP02d 
omh' T 1988) of referen^c^be 

so^nS * f iS ?T SU6geStion or to do 

so ) (emphasis m ongmal) (quoting ACS Hosp. Sys. Inc v 

(fTc™£Z' 732 F,2d 1572> 1577, 221 USPQ 9299 933 

The need for specificity pervades this authority See e e In 

a v:*?v 3 fi 37i > 55 ™ 1313 

ft? } i P TtlCUlar must ^ made as to the reason 

4e sWMed artisan, with no knowledge of the cSJ 

^1 W Aese components for 

1350, 1359, 47 USPQ2d 1453m 1459 (Fed. Cir. 1998) ("even 
when the level of skill in the art is high, the Board must 

skill that suggests the claimed combination. In other word? 
mfSSl ^ rcason5 ™ of ordinary skillTS 

c^nSl A ^ m ° hvated t0 se,ect * e and to 

£5S? I 15? J°^ nder *• c,aimed « vent io» obvious.")' In 

Cir Totwtt L d 1260 ' 1265 ' 23 USPQ2d 1780 > "» 
r,' I992) (the , e^rmner can satisfy the burden of showine 
obviousness of the combination "only by showina sZf 

f achin£ ? 1,16 ^ or thai 

SSUf . *° De ° f OTdiimy $m ***** would lead tot 
reftrenS"). 40 " * ^ teac ^ S> 

™ere is nothing in either Van Praet or Fawcett that would provide any teaching, 
suggestion or novation to combine these references as proposed. Further, since neither 
reference teaches interchangeable inserts in which each recess aUgns with a different 
tensing means, even if those references could be combined, the result would not be 
applicants' claimed invention. 
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All of the other rejections under 35 U.S.C. 103 are based primarily on one or more 
of the references discussed above. Since those references cannot meet the limitations of 
Claim 86, and all of the other claims are dependent upon Claim 86, those rejections cannot 
be sustained for the same reasons as set forth above. 

With respect to the double patenting rejection relating to Claims 115 and 116, 
Claim 1 16 has been cancelled and the dependency of Claim 1 17 has been changed. 

Respectfully submitted, 




Robert L. Epstein, Reg. No. 26451 
JAMES & FRANKLIN, LLP 
Attorneys for Applicants 
60 East 42 nd Street, Suite 2915 
New York, New York 10165 
Tel. No.: (212) 867-7260 
Fax. No.: (212)949-8843 
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